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Status 

1 )□ Responsive to communication(s) filed on 

2a)D This action is FINAL. 2 b)B This action is non-final. 

3) D fln^n appli ^ ation is J" c u ondition for allowance except for formal matters, prosecution as to the merits is 
Disposition of Claims 6 E * Parte Qtyay ' e ' 1935 C D ' 1 ^ 453 O-G 213 

4) S Claim(s) U44 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) E Claim(s) 7^44 are subject to restriction and/or election requirement 
Application Papers 

9) D The specification is objected to by the Examiner. 
1 0)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. U Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staoe 

application from the International Bureau (PCT Rule 1 7 2(a» 'Mauonai t>tage 

See the attached detailed Office action for a list of the certified copies not received 
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1 o)U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 
Claims 1-44 are pending in the instant application. 



Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-36 and 43, drawn to a method for generating a population of variant 
sequences, classified in class 435, subclass 91.1. 

II. Claims 37-39, drawn to a kit useful for the direct assembly of a target DNA 
molecule, classified in class 435, subclass 91.4. 

III. Claims 40-42, drawn to a donor library a plurality of donor vectors, classified in 
class 435, subclass 6. 

IV. Claim 44, drawn to a computer readable medium, classified in class 707, 
subclass 1. 

The inventions are distinct, each from the other because of the following reasons: 

The kit of Group II, the donor library of Group III and the computer readable medium 
of Grou V are chemically, biologically, and functionally distinct from each other and thus 



one 



does not render the other obvious. The kit of Group II is not required to produce the donor 
library of Group III and the computer readable medium of DNA of Group IV is not required to 
produce either the kit of Group II or the donor library of Group III. Therefore, the inventions 
of the two groups are capable of supporting separate patents. 

The kit, library and computer medium of Groups II-IV are not used in the method of 
Groups I. The operation, function and effects of the library, kit and computer medium are 
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completely different and distinct from the operation, function and effects of the methods of 
Group I, which generate a population of variant sequences and optimize a phenotype. 
Therefore, the inventions of these different, distinct groups are capable of supporting separate 
patents. 



Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. Also, these inventions are distinct because the search required 
for each of the groups is not required for the others. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Konstantina Katcheves whose telephone number is (703) 305- 
1999. The examiner can normally be reached on Monday through Friday 7:30 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Remy Yucel, Ph.D. can be reached on (703) 305-1998. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 305- 
3014 for regular communications and (703) 305-7939 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3388. 

Konstantina Katcheves 
February 6, 2003 




TERRY MCKELVEY 
PRIMARY EXAMINER 




